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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using It, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1 . Claims 63, 67 and 68 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s). at the time the application was filed, 
had possession of the claimed invention. 

Claim 63 requires a new "gradient fiber element." Reference to this focusing 
element in the specification or drawings could not be located by the examiner. Further, 
no reference in the specification to any sort of focusing elements could be found. 

Claims 67 and 68 both require that the print carrier be in the shape of a drum. 
None of the drawings show a printing drum, nor is there any reference in the 
specification that discusses the possibility of the print carrier being anything other than a 
continuous band. Further, examiner could not find any reference to the cups specified 
in claim 68. 

Further regarding claim 68, the scope of the claim could not be determined, as it 
is unclear what is meant by *cups receiving the fountain solution layer.' As such, prior 
art could not be applied. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 50-52 are rejected under 35 U.S.C. 102(b) as being anticipated by Heinz! 
et al. (US 6,295,928). 

Regarding claim 50, Heinzl et al. disclose "a device to generate a print image on 
a carrier material (figure 2), comprising: 

a pre-treatment station which applies a wetting-aiding substance in molecular 
layer thickness on a surface of a print carrier, a surfactant with hydrophilic molecule 
sections being used as the wetting-aiding substance (column 2, line 60); 

an image generation station which structures the surfactant to create regions 
used for forming ink-repelling regions corresponding to a structure of the print image to 
be printed (figure 2, item 48); 

a fountain solution application station which coats the surfactant on the surface of 
the print carrier with a layer which is one of ink-repelling and ink-attracting, said layer 
comprising a fountain solution, and forming said ink-attracting and ink-repelling regions 
(Figure 4); 

a transfer printing station at which the ink is transferred onto a carrier material 
(items 12, 14 and 18 of figure 2); and 
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before a new structuring on the same surface of the print carrier, a cleaning 
station which cleans the surface of the print carrier (item 54 of figure 2)." 

The limitation "ink adhering to the ink-attracting regions and not absorbed by the 
ink-repelling regions" is Intended use and does not recite structure. 

The language "and a layer thickness for the wetting-aiding substance being 
smaller than about 0.1 pm" <s intended use and the apparatus of Heinzl et al. is capable 
of applying the substance having a thickness smaller than about 0.1 pm. 

Regarding claim 51, Heinzl et al. further disclose "wherein the fountain solution 
layer is ink-repelling, the fountain solution is based on water as an ink-repelling layer 
(column 2, lines 23-26)." 

Regarding claim 52, Heinzl et al. further disclose "a device according to claim 50 
wherein the fountain solution layer is ink-repelling and a thickness of the layer is smaller 
than 1 pm (column 4, lines 31-33)." 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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3. Claims 39-41 and 47-49 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Heinzl et al. 

Regarding claim 39, Heinzl et al. teach "a method to generate a print image on a 
carrier material (column 2, lines 15-21), comprising the steps of: 

applying a wetting-aiding substance with a molecular layer thickness on a 
surface of the print carrier and using as the wetting-aiding substance a surfactant with 
hydrophllic molecule section (column 2, lines 55-60); 

in a structuring process, generating at the surfactant regions used for forming 
ink-attracting regions and ink-repelling regions corresponding to a structure of the print 
image to be printed (column 2, lines 23-26); 

coating the surfactant on the surface of the print canrier with a layer which is one 
of ink-repelling and ink-attracting, said layer being made from a fountain solution, and 
forming said ink-attracting and ink-repelling regions (column 2, lines 26-27 and 47-48 
and column 4, lines 31-33); 

applying on the fountain solution layer ink that adheres to the ink-attracting 
regions and that is not absorbed by the ink-repelling regions (column 2, lines 27-29); 

transferring the applied ink onto the carrier material (column 2, lines 29-30); and 

before a new structuring process on the same surface of the print carrier, 
cleaning and re-coating the surface with said fountain solution layer (column 3, lines 23- 
28)." 

Heinzl et al. do not specifically disclose "a layer thickness for the wetting-aiding 
substance being smaller than about 0.1 pm." However, Heinzl et al. disclose the 
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thickness of the dampening solution layer as being in the pm range (column 4, lines 31- 
33). implying that the wetting-aiding substance thickness would be less than said 
dampening solution layer thickness range. It would have been obvious to one of 
ordinary skill in the art at the time of the invention, through routine experimentation, to 
make the layer thickness of the wetting-aiding substance smaller than about 0.1 |jm to 
obtain the optimum wetting-aiding characteristics. 

Regarding claim 40, Heinz! et al. further teach "wherein said fountain solution 
layer is ink-repelling and the fountain solution is based on water (column 2, lines 47- 
48)." 

Regarding claim 41, Heinzl et al. further teach "wherein the fountain solution 
layer is ink-repelling and a layer thickness of the ink-repelling layer is smaller than 1 pm 
(column 4, lines 31-33)." 

Regarding claim 47, Heinzl et al. further teach "wherein a plurality of printing 
events occurs before a restructuring of the surface, and the print carrier is inked multiple 
successive times (column 3, lines 17-23)." 

Regarding claim 48, Heinzl et al. further teach "wherein the surface of the print 
carrier comprises one of a continuous band and a generated cylinder surface (column 3, 
lines 59-60 and item 20 of figure 1)." 

Regarding claim 49, Heinzl et al. further teach "wherein an ink separation occurs 
before the transfer of the ink onto the carrier material (column 3, lines 60-65 and item 22 
of figure 1)." 
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4. Claims 42-44 and 54-55 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Heinzl et al. in view of Uesugi et al. (US 6,232,037). 

Regarding claims 42-44 and 53-55, Heinzl et al. do not disclose the specific 
roughness values claimed. Uesugi et al. teach the use of a print carrier web having an 
average roughness value between .15 and .35 |jm (abstract) in order to decrease pits in 
the surface and to decrease scumming (column 1 , lines 55-64). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to use the print 
carrier of Uesugi et al. in combination with Heinzl et al. in order to decrease scumming 
on the printed medium. 

5. Claims 45-46, 56-61, 65-67 and 69-70 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Heinzl et al. in view of D'Heureuse et al. (US 6,318,264). 

Regarding claims 45-46 and 56-57, Heinzl et al. teach "wherein the radiation is at 
least one of a laser system, a laser, laser diodes, LEDs and a laser diode array for the 
structuring (column 4, lines 48-55)." 

Heinzl et al. fail to teach "wherein digitally-controlled radiation is used for the 
structuring." D'Heureuse et al. disclose a method and apparatus for exposing which 
uses a laser or LED array in order to expose a printing form based on image data from 
a digital database (column 8, lines 39-44). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to control the lasers and/or LEDs of 
Heinzl et al. in accordance with digital image information as accomplished by 
D'Heureuse et al. in order to speed the printing process. 
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Regarding claim 58, Heinzl et al. teach "a method to generate a print image on a 
carrier material (column 2, lines 15-21), comprising the steps of: 

covering a surface of a print carrier with a wetting-aiding surfactant layer (column 
2, lines 55-60); 

in a structuring process generating what will become ink-attracting regions and 
ink-repelling regions ... corresponding to a structure of the print image to be printed 
(column 2, lines 23-26); 

covering the surface with a fountain solution layer to create said ink- attracting 
and ink-repelling regions (column 2, lines 31-33); 

applying at the surface ink that adheres to the ink-attracting regions and that Is 
not absorbed by the ink-repelling regions (column 2, lines 27-29), and 

transferring the applied ink onto the carrier material (column 2, lines 29-30). 

Heinzl et al. fail to specifically disclose that the structuring is accomplished by 
removing the surfactant layer with radiation. However, one having ordinary skill in the 
art would recognize that the laser used by Heinzl et al. would also irradiate the 
surfactant layer of Heinzl et al. and would, therefore, also structure the surfactant layer. 

Heinzl et al. fail to disclose that "wherein to structure the surfactant layer, 
radiation of a light source is directed via a control element per Image point onto the 
surfactant layer dependent on a control signal." D'Heureuse et al. disclose a method 
and apparatus for exposing which controls a laser or LED array in order to expose a 
printing form based on image data from a digital database (column 8, lines 39-44). It 
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would have been obvious to one of ordinary skill in the art at the time of the invention to 
control the lasers and/or LEDs of Heinzl et al. in accordance with digital image 
information as accomplished by D'Heureuse et al. in order to speed the printing 
process. 

Regarding claim 59, Heinzl et al. fail to disclose that "the surfactant layer is less 
than .1 pm." However, Heinzl et al. disclose the thickness of the dampening solution 
layer as being in the pm range (column 4, lines 31-33), implying that the wetting-aiding 
substance thickness would be less than said dampening solution layer thickness range. 
It would have been obvious to one of ordinary skill in the art at the time of the invention, 
through routine experimentation, to make the layer thickness of the wetting-aiding 
substance smaller than about 0.1 pm to obtain the optimum wetting-aiding 
characteristics. 

Regarding claim 60. Heinzl et al. disclose "a device to generate a print image on 
a carrier material (figure 2), comprising: 

a pre-treatment device that applies a wetting-aiding surfactant layer onto a 
surface of a print carrier (column 2, line 60); 

an image generating station in which in a structuring process what will be come 
ink-attracting regions and ink-repelling regions are generated in the surfactant layer 
corresponding to a structure of the print image to be printed (figure 2, item 48); 

a dampening station which applies a fountain solution layer on said surface to 
create said ink-attracting regions and in-repelling regions (figure 4); 
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an ink application station wherein ink ttiat adheres to the ink-attracting regions 
and that is not absorbed by the ink-repelling regions is applied on the surface (items 12, 
14 and 18); 

an ink transfer station wherein the applied ink Is transfen'ed on to the carrier 
material (item 44)" and 

an image generating station (item 48)." 

Heinzl et al. fail to disclose Ihe image generating station having a light source 
whose radiation is directed via a control element per image point toward the surface of 
the print carrier; and 

the radiation being dependent on a control signal." 

D'Heureuse et al. disclose a method and apparatus for exposing which controls a 
laser or LED array in order to expose a printing form based on image data from a digital 
database (column 8, lines 39-44). It would have been obvious to one of ordinary skill in 
the art at the time of the invention to control the lasers and/or LEDs of Heinzl et al. in 
accordance with digital image infonnation as accomplished by D'Heureuse et al. in 
order to speed the printing process. 

Regarding claim.61, the entire limitation is intended use. However, the device of 
Heinzl et al. and D'Heureuse et al. is capable of applying a surfactant layer of less than 
.1 pm. 

Regarding claim 65, the device of Heinzl et al. and D'Heureuse et al. is capable 
of emitting radiation "adapted to the surfactant layer." 
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Regarding claim 66, Heinzl et al. further disclose "wherein the print carrier 
comprises a band in the shape of a closed loop (item 40)." 

Regarding claim 67, Heinzl et al. further disclose "wherein the print carrier 
comprises a bend in the shape of a drum (item 20)." 

Regarding claim 69, Heinzl et al. further disclose '>A^herein a coating system 
makes the fountain solution layer an ice Layer (column 4, lines 30-36). 

Regarding claim 70, Heinzl et al. further disclose therein a cleaning station 
following the ink station removes remaining portions of the ink and fountain Layer (item 
54)." 

Regarding claim 71, Heinzl et al. further disclose "wherein the light source 
comprises a laser beani (column 4, lines 50-51)." 

6. Claim 62 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heinzl et 
al. in view of D'Heureuse et al. (US 6,318,264), as applied to claim 60 above, further in 
view of Kuroki et al. (EP 0 903 226 A2). 

Heinzl et al. and D'Heureuse et al. fail to disclose that "a plurality of PLZT control 
elements are arranged in at least one line as an array and the structuring occurs line- 
by-line." Kuroki et al. teach an array of PLZT elements (paragraph 101). It would have 
been obvious to one of ordinary skill in the art at the time of the invention to use the 
array of Kuroki et al. in order to achieve a better image. 
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7. Claim 63 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heinzl et 
al., D'Heureuse et al. and Kuroki et al., as applied to claim 62 above, further in view of 
Mugrauer et al. (US 4,764,776). Heinzl et al., D'Heureuse et al. and Kuroki et al. fail to 
disclose an imaging system which uses gradient fibers to focus radiation from a PLZT 
element. Mugrauer et al. disclose such a system (figure 5) in order to alleviate 
switching problems (column 4, lines 10-18). Therefore, it would have been obvious to 
one having ordinary skill in the art to incorporate the gradient fibers of Mugrauer et al. 
into the modified device of Heinzl et al. in order to alleviate switching problems. 

8. Claim 64 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heinzl et 
al. in view of D'Heureuse et al. (US 6,318,264), further in view of Kuroki et al. (EP 0 903 
226 A2), as applied to claim 60 above, further in view of Miyagawa (US 6,081 ,321). 
Regarding claim 64, Heinzl et al. and D'Heureuse et al. in view of Kuroki et al. fail to 
disclose "wherein a DMD element is used as the control element." Miyagawa shows that 
DMD elements are an equivalent structure to PLZT elements, and is known in the art. 
Therefore, because these two elements were art recognized equivalents at the time the 
invention was made, one of ordinary skill in the art would have found it obvious to 
substitute DMD elements for PLZT elements in order to have a quicker response 

Response to Arguments 

9. Applicant's arguments filed 06/05/2006 have been fully considered but they are 
not persuasive. 
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Regarding tlie argument that the order of Heinzl et al. is different than applicants, 
examiner notes that the language used by applicants in the claims merely requires that 
the claimed steps be present. 

Regarding the thickness of the tenside layer of Heinzl et al., that limitation was 
addressed in the previous office action, and has been reiterated in the instant action. 

Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS frorh the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua D. Zimmerman whose telephone number is 571- 
272-2749. The examiner can normally be reached on M-R 8:30A - 6:00P, Alternate 
Fridays 8:30A-5:00P. 
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If attempts to regch the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Hirshfeld can be reached on 571-272-2168. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner 
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